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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 03 December 2008 . 
2a )□ This action is FINAL. 2b)|^ Tiiis action is non-final. 

3) Q Since tiiis application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Art Unit: 1638 

DETAILED ACTION 

1. Claims 1-20 are pending. 

2. Applicant's election without traverse of Group III, claims 10-13 and 19, including amino 
acids 1-138 of SEQ ID N0:4 in the reply filed on 12/3/2008 is acknowledged. 

Claims 1-9, 14-18 and 20 are withdrawn fi-om consideration for being drawn to non- 
elected inventions. 

3. Claims 10-13 and 19 including a polynucleotide encoding the sequence of amino acids 1- 
138 of SEQ ID N0:4 are examined in the present office action. 



Specification 

4. Objection is made to the specification for not incorporating SEQ ID NO's when referring 
to nucleic acid or amino acid sequences. 37 CFR 1.821(d) requires the use of the assigned 
sequence identifier (e.g. SEQ I.D. NO: X) in all instances where the description or claims of a 
patent application discuss sequences. 

Sequence identifiers are missing fi-om page 22, line 22, page 23, line 2 and Figure 3 
presents six amino acid sequences that are not identified by sequence identifier within the figure 
or the Brief Description of the Drawings. 

Full compliance with the sequence rules is required in response to this Office action. A 
complete response to this Office action must include both compliance with the sequence rules 
and a response to the issues set forth herein. Failure to fiiUy comply with both of these 
requirements in the time period set forth in this Office action will be held to be non-responsive. 
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The disclosure is objected to because it contains an embedded hyperlink and/or other 
form of browser-executable code. Applicant is required to delete the embedded hyperlink and/or 
other form of browser-executable code. See for example page 32, line 1 1 and page 39, line 21. 
SeeMPEP§ 608.01. 

Claim Objection 

5. Claim 11, line 3, is objected to for omitting the recitation ~a~ before the recitation "wild- 
type". 

Claim 13 is objected to for being dependent on claim 1 1 instead of claim 12. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 10-13 and 19 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The rejection includes dependent claims. 

Claim 10 is indefinite for reciting "floral shoot intemodes" without including any 
adjective to describe how "floral shoot intemodes" has been changed because of the insertion of 
said polynucleotide. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

7. Claim 13 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. 

Claim 13 is drawn to a seed of the transformed plant. Due to Mendelian inheritance of 
genes, a single gene introduced into a parent plant would only be transferred at most to half the 
male gametes and half the female gametes. This translates into only three quarters of the 
progeny having at least a single copy of the transgene and one quarter of the progeny would not 
carry a copy of the transgene. Given that there is no indication that there would be any other 
distinguishable characteristics of the claimed progeny (seeds), it is unclear whether the claimed 
seeds would be distinguishable from seeds that would occur in nature. See Diamond v. 
Chakrabarty, 447 U.S. 303 (1980), Funk Bros. Seed Co. v. Kalo Inoculant Co., 333 U.S. 127, 76 
USPQ 280 (1948), and In re Bergy , Coats, and Malik 195 USPQ 344, (CCPA) 1977. The 
amendment of the claims to recite that the seeds comprise the construct that was introduced into 
the parent would overcome the rejection. 

8. Claims 10-13 and 19 are deemed free of the prior art, given the failure of the prior art to 
teach or reasonably suggest a method for producing a dwarf plant comprising inserting a 
polynucleotide encoding the sequence of amino acids 1-138 of SEQ ID N0:4 into an expression 
vector and infroducing the expression vector into a plant. 



9. No claims are allowed. 
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10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stuart F. Baum whose telephone number is 571-272-0792. The 
examiner can normally be reached on M-F 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached at 571-272-0975. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 571-272-1600. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Stuart F. Baum/ 
Stuart F. Baum Ph.D. 
Primary Examiner 
Art Unit 1638 
February 24, 2009 



